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Battle on Offensive Trademarks Hits High Court
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In a case that could lead to a trademark reckoning for the Washington Redskins, the Asian-
American rock band The Slants will defend their name Wednesday before the Supreme Court.

Front man Simon Tam says he chose The Slants for his Portland, Ore., group to reappropriate an
offensive stereotype about people of Asian descent. In that same vein, The Slants’ fourth release,
“The Yellow Album,” plays both on the famous Beatles record and stereotypes about Asian skin
hue. Recalling a common taunt of schoolyard bullies, the chorus of one songnotes, “We sing for
the Japanese, and the Chinese and all the dirty knees.”

Tam applied for federal trademark registration for The Slants in 2011, but the Patent and
Trademark Office denied his application based on a clause in the Lanham Act that says the
government cannot register a trademark that “may disparage” a group of people.

At the surface, a ruling in favor of Tam could clear the path for other, similar marks receiving
federal trademark recognition, most notably the Washington Redskins, which lost six trademarks
in 2014 because the word “redskins” is disparaging to Native Americans. The Supreme Court is
scheduled to hear oral argumentsin the case Wednesday morning.

Some proponents of the current law warn this could mean a flood of offensive trademarks
rushing out of the PTO.

“I think you’re going to see a huge uptick in that kind of behavior,” Roger Schechter of George
Washington University said in an interview. The law professor is one of dozens who signed a
November amicus briefsupporting the government.

“And it’s, at least in my personal opinion, not what we as a society need right this minute,”
Schechter added.

U.S. Solicitor General Donald Verrilli petitioned the Supreme Court for certiorari after the en
banc Federal Circuit ruled that the so-called disparagement clause unconstitutionally
discriminates based on the viewpoint of the person applying for the trademark registration.

Verrilli noted that Tam does not need federal trademark recognition to use the name or even to
take legal action if other groups call themselves something similar.
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“Just as an artist denied federal arts funding could create as much excrement-smeared art as he
wished without federal assistance ... a person who is unable to register an offensive racial slur
with the PTO may continue to use that term, as an unregistered trademark or otherwise,”

the petition says.

Defending the rule as viewpoint-neutral, Verrilli noted that it does not matter what group a
phrase disparages or whether the person filing for the trademark means to disparage it. Any
message that could reasonably offend a group of people is not allowed to receive federal
trademark recognition, which the government argues should insulate its case from the strict
scrutiny the court applies to viewpoint-based discrimination.

“When one person receives a government subsidy and another does not, the first person may be
comparatively better off than the second, but the second has not been burdened by the
government,” the brief says.

Distinguishing their case from the court-sanctioned prohibition of abortion services relying on
federal funds, however, attorneys for Tam noted in an opposition brief that trademark holders
receive no money.

“A law that burdened any speech critical of anyone would be a frightening prospect, precisely
because it would amount to viewpoint discrimination on a massive scale,” according to the brief,
signed by attorneys with the firm Archer & Greiner and with the UCLA School of Law Supreme
Court Clinic.

Federal recognition gives the trademark holder an official government certificate and publication
of the name in a federal registry. Verrilli noted that the registration of offensive trademarks
would force the government to start listing “repellant racial slurs and white-supremacist slogans”
on official documents.

Comparing the case to Walker v. Texas, a 2015 Supreme Court decision that upheld a Texas rule
that prevents groups from putting offensive messages on license plates, Verrilli said disputed that
the lack of official recognition chases a point of view from the “marketplace of ideas.”

“The First Amendment does not require the federal government to assist those who wish to sell
products or services using racial slurs, religious insults or other disparaging marks,” the petition.

Unlike Walker, and unlike with offensive license plates, Tam’s attorneys say trademarks do not
communicate messages from the government. They also characterized the law as vague and
inconsistently enforced, chilling speech that the government deems offensive.

“The disparagement clause explicitly discriminates on the basis of the viewpoint expressed by
the trademark owner,” the brief says. “The clause forbids the registration of Democrats are
Terrible, but allows the registration of Democrats are Wonderful. It forbids the registration of
Stop the Islamisation of America, but allows the registration of Encourage the Islamisation of
America. This is the very definition of viewpoint discrimination — the disfavoring of one side of
the debate.”

Tam’s backers say leaving the rule in place could raise serious questions about where the
government’s ability to restrict disparaging messages ends.
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“Could the government deny copyright protection to a book it doesn’t like?”” asks one brief,
signed by Ilya Shapiro, Tevor Burrus and Thomas Berry of the Cato Institute. “Could the police
department decline to protect a demonstration with which they disagree? Allowing the
disparagement clause to stand would raise these and other troubling questions.”

Other case watchers note that the case could shake up some of the more intricate areas of
trademark law, such as a prohibition on registering marks that include the flags of foreign
countries.

“I think that if the Supreme Court were to follow the logic of the Federal Circuit it would have a
very significant uphill battle to distinguish this provision from a whole bunch of other provisions
in the Lanham Act and that could cause really substantial ripple effects,” Mark McKenna, an
associate dean at Notre Dame Law School, noted in an interview.

McKenna joined the same amicus brief as Schechter. Another professor watching the case, Lisa
Ramsey of the University of San Diego School of Law, noted that the court could yet punt on
deciding the constitutionality of the disparagement clause.

The justices could simply find that The Slants is not a disparaging term as defined in the Lanham
Act, Ramsey noted.
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